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*LKQ Corp. et al. v. GM Global Technology Operations
LLC—May 21, 2024

* Petitioners, LKQ Corporation and Keystone Automotive
Industries, Inc. (collectively, “LKQ”) sell automotive body
repair parts

e LKQ was granted a license by General Motors (“GM”) to
many of GM’s design patents
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Background
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* Among various licensed designs was U.S. Patent No.
D797,625 (“the '625 patent”), which claims the
appearance of a front fender for a vehicle

* The license expired in February 2022

* Thereafter, GM asserted that the replacement parts
being sold by LKQ were infringing GM’s patents
* The lawsuit included the 625 patent
BEVFRI AN BT, B T EEE RS D797,625 (6255 F) MIAM TR R,

ZEFR T EM TR AN . %] T2022462 H BIHA, 2 5@ HEEAN
. (GM) FKLKQ#HER B EMIZIL 7 GMI LA, HAEFE T 625%F],




Background
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* In response, LKQ petitioned the Patent Trial and Appeal Board
(PTAB) for an inter partes review of the '625 patent

e LKQ asserted that the ‘625 patent was invalid as anticipated by
U.S. Patent No. D773,370 (“Lian”)

* PTAB was unconvinced by LKQ’s arguments and subsequently
concluded that the 625 patent remained valid

* LKQ appealed the decision
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Obviousness Analysis
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* In the inter partes review, the PTAB applied the

established and controlling Rosen-Durling tests for
obviousness

ETREFEH, PTAB KA [ BEE F 5 W Rosen-Durling i
* Rosen has two criteria for design patent obviousness

* First, there must be a primary reference that is basically the same as
the claimed design to support a holding of obviousness

* Second, if a sufficient primary reference exists, the court must
consider whether an ordinary designer would have modified the
primary reference to achieve the claimed design
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Obviousness Analysis
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* In the inter partes review, the PTAB applied the
established and controlling Rosen-Durling tests for

obviousness

* Durling contributed an additional condition

* Secondary references may only be used to modify the
primary reference, if the two references are so related that
the “appearance of certain ornamental features in one
would suggest the application of those features to the

other”
Durling ] Bﬁbﬂ%&ﬁﬁ: _?/*'\%‘&Xﬂ“ bt RS FEN B EAER, UET
Hrh—F ISR~ A —F, RES LTI e T 1B FE XLt
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Obviousness Analysis
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* The PTAB ruled: pTaB #:%&

e LKQ failed to identify a sufficient primary reference and,
thus, failed to prove obviousness of the claimed design of
the '625 patent under the Rosen-Durling test for
obviousness

* LKQ appealed the PTAB decision to the CAFC arguing

that the Rosen-Durling tests were implicitly overruled

by KSR
LKQ KRB — 1o FEZX tbkit, Bt AReedid Rosen-Durling ik
1°625 AMULE AR it B 2 WA B AE M . LKQ X) PTAB H#E k&5 R )
CAFCHEH 7 EVF, #X KSR [RIEHERY 1 Rosen-Durling MR
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Prior Ruling
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* LKQ took issue with two aspects of the PTAB’s decision (-
* The first challenge involved the PTAB’s method of f\_’::
determining anticipation of the '625 patent -4

* As GM is a car manufacturer, LKQ disagreed with the
PTAB’s finding that the ordinary observer of the design
would include only retail consumers looking to buy
replacement fenders and commercial replacement part
buyers
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Prior Ruling
ALk SRS
* LKQ took issue with two aspects of the PTAB’s

decision

* In the second challenge, LKQ argued that the tests used

by the PTAB to determine obviousness in design patents —

referred to as the Rosen-Durling tests — were no longer

valid since they had been implicitly overruled by the

Supreme Court’s decision in KSR Int’| Co. v. Teleflex Inc.,

(“KSR”) (]
TR Ik d, LKQ F7KPTAB {¥ H fIRosen-Durling W CAFA M, [ ”‘\ '
ANE O 5 =15 B E KSR Int’l Co. v. Teleflex Inc., (“KSR”) El’]ﬂ@%lﬂ?ﬁ*ﬁ%ﬂ? )y o
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Appeal
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e LKQ contended: LKQ 55
* The analysis and reasoning of KSR should have been
applied to the obviousness analysis of the ‘625 patent
KSR 73 M SRR IE N 1% N T °625 LA G3&E P o A
* GM asserted: GM ik
* LKQ forfeited this argument by not raising it before the

PTAB, and A
* KSR does not overrule Rosen or Durling —rd 3
LKQTE PTAB F Bl #2 HH i A $2 H IX e 2 5 ha
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Appeal
Er
* The CAFC’s initial opinion stated: CAFC i#7:5 & W48 i

* Since KSR was decided by the U.S. Supreme Court, more
than fifty appeals involving obviousness of design patents
have been decided using the Rosen-Durling tests

* Of those appeals, only two cases raised the issue of the
correctness of the current design obviousness guidelines
in light of KSR

H KSR 3B e mik ik sk, AR 50 AZib &AM & R A1) 14 1)
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Appeal
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* The three-judge panel of the CAFC concluded that they
cannot overrule Rosen or Durling without a clear directive
from the Supreme Court

e Ultimately, the court affirmed the PTAB’s decision that LKQ
failed to show that the '625 patent would have been
obvious over the cited references based on the Rosen-
Durling tests for obviousness of design patents

CAFC K& BER 145k, fERA mEisbTE GO0, AT A geHERH
Rosen 8% Durling HJFIR . me#, L4t PTAB RUAI P, RI LKQ AREEUEH,
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Request for En Banc Rehearmg
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*In response, LKQ petitioned the CAFC for a rehearing
en banc requesting:

* Rosen and Durling be overruled and replaced with a test

consistent with KSR
LKQ [f] CAFC Hif 4= fE B ER

* The petition for rehearing en banc was granted in an

order dated June 30, 2023
A RE HLEH I SR AE 2023 4F 6 H 30 Har & gtk v

* The en banc decision issued May 21, 2024
SREBRERET 2024 455 H 21 HE A
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Question Presented to CAFC
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* KSR made obviousness easier to prove

* Replacing the rigid “teaching, suggestion, and motivation”
(“TSM”) test with a more flexible standard for analyzing
obviousness

* When assessing patentability of claims under KSR

* Considerations such as: common sense, hindsight, and level of
ordinary skill of a person skilled in the art of the invention are
permitted

* The question presented to the CAFC is:

* What is the proper test for the determination of
obviousness in design patents?
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En Banc Decision Rendered
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* The U.S. Court of Appeals for the Federal Circuit
(CAFC) has decided an en banc rehearing of the case

 All twelve (12) of the sitting judges of the CAFC heard and
ruled on the case + —#4IUFEE#H HHE TR U E

* The en banc ruling changes the way obviousness is
determined in design patents

* The CAFC overruled three decades of precedent
’W * The CAFC adopted a new standard for assessing the
‘-"T; obviousness of design patents
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En Banc Decision Rendered
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*In the En Banc Rehearing Decision:
F 4 B B R IR

* Rosen and Durling was overruled as being inconsistent with
KSR and the Supreme Court’s decision in Smith v. Whitman

Saddle Co. (“Whitman Saddle” — 1983)

Rosen #1 Durling #%#E%H, K AHE 5 KSR Ml fx 512 e £ 19834 /) Smith v.
Whitman Saddle Co. —Z&H B AR A —

e Central to the CAFC’s decision was the “reason to

combine” requirement 5
CAFC A% O 2 N T3 LRk «“& FR B > 12K
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Reason to Combine Requirement
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* From the Supreme Court’s KSR decision: 5z =7 e H) KSR #6t

* Obviousness turns not only on whether the all of the elements of a
claim are present in prior art references

GG MEAEIR T BT Z R R R AL 5 A A AE T IUA SRS B3

* Obviousness is also based on whether one skilled in the art finds a
reason or motivation to combine the prior art references to obtain
the claimed invention

B AR AR E AR N RS A 2 /1850 45 530G BRSO LB E Py
ﬁ;kﬁ.?il:)j 1) % ]
* The reason or motivation to combine can come from any source,
including common sense
S IR BB n] 2R G AN, E7E A% R
. Whlle related to utility patents, the patent statute discussed in KSR
pplies to design patents as well
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En Banc Rehearing

i

=8|

J—

4L E

[T

* The CAFC analyzed the KSR decision and concluded that the
Rosen-Durling test was inconsistent with KSR’s rejection of

rigid rules that deny factfinders recourse to common sense
CAFC 73#7 7 KSR 315 H 4518, Rosen-Durling Wi 5 KSR 75 “ 7444 53
B UFE i R AN A — 3]

* The Federal Circuit also ruled that the Rosen-Durling test
conflicted with Whitman Saddle, the Supreme Court’s

seminal case on design-patent obviousness
Rosen-Durling 1385 & =y Be o8 T AN B 1L R A1) ad P i) H B 1 2 44
Whitman Saddle FH# 2=
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Whitman Saddl‘e Review
Whitman SaddleZ=44- 1] [2] i

* In Whitman Saddle, the Supreme Court considered whether
an ornamental design for a saddle was patentable in view of
two prior art saddles

* The Supreme Count found the patented design to be little
more than a combination of the front half of one saddle and
the back half of the other and held that it was not inventive
to merely put the two halves of these saddles together in the
exercise of the ordinary skill of workmen of the trade, and in
the way and manner ordinarily done

Whitman Saddle —%ﬁ%jﬁ%%ﬁ%%iﬁﬁﬁﬁﬂ U\@fﬂﬁpﬁﬁgﬁﬁ HITE DL T 3k
B, BRI, % RO — TR M 5 — A D
ARG, ACDURE I A Ly 1y o 2 JRCE 2, 42 IR P 3t 00 1 e AT
Jr ALk, IR A B gliE .
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Whitman Saddle Review
Whitman SaddleZ=44- 1] [2] i

* The CAFC noted that, in Whitman Saddle, the Supreme Court
did not attempt to determine whether either saddle had
“basically the same” design as the patented design, or whether
the two saddles were “so related ... that the appearance of
certain ornamental features in one would suggest the
application of those features to the other”

* In fact, because each prior art saddle disclosed only half of the
“new” saddle design, neither one could have been said to have
“basically the same” design as the new design

* Thus, the requirements of the Rosen-Durling test conflict with
the Supreme Court’s analysis in Whitman Saddle ’€§

Rosen-Durling Ml % TR
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En Banc Decision
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e After overturning the Rosen-Durling test, the CAFC ruled that design-
atent obviousness should be assessed going forward using the
actors set forth in the Supreme Court’s decision in Graham v. John

Deere Co. (“Graham” - 1966)

T&%ﬂ%Rosen—Durlip&?\)ﬂ\ﬂiﬁ Jii, CAFC #i€ 4 Ja NAT A & =ivABi /£ Graham v. John Deere Co. Z&EH |
IR 22 SR PP A8 52 TF 5 A ) 1) 0 1

* The Graham factors include: Graham[X 2 £L#5: f
* the scope and content of the analogous prior art; 34 it 1) B A Py 2
* the differences between the prior art designs and the patented design; %@ﬂ
WA BT 5 BT 2 R 2 N
. th%IeveI of skill of an ordinary designer in the field; 7478 & ¥ i1 KK F
an

» secondary considerations of non-obviousness, such as: commercial success,

long-felt but unsolved needs, failure of others, etc.
EE T WK B BRI 2, Fln: ezl KA ERMR TR A 2 M aE
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En Banc Decision
Axl B 1 PR

* Regarding whether a designer of ordinary skill had a reason to
combine the prior art, consistent with KSR, the CAFC held that

the reason need not come from the references themselves : mg

KT EH@ERITHEZGAEHEEWAERAR, 5 KSR —#, CAFC A NEH

U E X L

* There only must be some record-supported reason (not based on
improper hindsight) that an ordinary designer in the field of the
article of manufacture would have modified the primary
reference with the feature(s) from the secondary reference(s) to

create the same overall appearance as the claimed design
K — LR % FF PR, AU YT ol R B vt AR AE S
o B L T A2
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En Banc Decision Ramifications
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* Obtaining design patents may be more challenging

[t B
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* By overturning the Rosen-Durling test, the criteria for
obviousness during examination of design patent applications

has been broadened to coincide with the KSR criteria
W IT e Rosen-Durling X, Wit LA a&E M o i O K25

KSRARE—FL

* By doing so, Examiners will now be able to more ea5|ly reject
de5|gn patent applications in the future
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En Banc Decision Ramifications

4[5t BE B 1R XE A 52 )

* However, this is analogous to the examination of utility
patents since KSR was decided

* The Supreme Court in KSR held that the TSM test was “too
rigid” and that Examiners should have the ability to combine
prior art based on any reasonable rationale

 Similarly, the Rosen-Durling test was also found to be “too
rigid” and other considerations can be used

* Now, there is a more flexible test for obviousness — 5\_\

SREEKSR X4 BH L FI K8 476 » Rosen-Durling U”Jfﬁﬂl?ﬂilﬂm o
ST, U, BUAEA T 220 0 B3 ] b
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Questions
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Thank You

Thomas K. Scherer
Partner
Osha Bergman Watanabe & Burton LLP
P: 713-228-8600 | F: 713-228-8778 [=] IEI

scherer@obwb.com | www.obwb.com e
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