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IlepeBopoT B Myupe nateHTOB? — [loTeHMa JIbHbIE 10C/IeACTBUSA
paccmorpenusa BepxoBHbiM cyaoM CIIA npouecca Inter Partes Review

B TeyeHWe nocneayrOWMx ABEHAAUATM MECALEB OXMAAETCA MNPUHATME  ABYX
noctaHoeneHn BepxosHoro cypa CLUA, KoTopble MOryT B O4YepenHOi pa3 3HAUYUTENbHbIM
obpazom noBAuATb Ha cTpaTterMio cyaebHoro pasbupatenbctBa KAk B OTHOLIEHWUM
naTeHTOBMageNbla, Tak U B OTHOWEHWW OOBMHAEMOro B HapyweHWM NATEHTHbIX NpPaB B
CoeanHeHHbIx LWTatax. 22 mas 2017 roga BepxosHbii cyn CLUA opobpun pelweHue o6
ncTpeboBaHNN U3 NPON3BOACTBA HUXKECToALWEero cyaa aena SAS Inst. Inc. npomus Lee, 2017 U.S.
LEXIS 3236 (CLUA, 22 masa 2017 r.)). EAMHCTBEHHbIA BOMPOC, NPUHATLIA K PacCMOTPEHMIO
BepxOBHbIM Cya0oM:

Tpebyet nn §318 (a) Paspena 35 CBoaa 3akoHoB CLUA (35 U.S.C.), cornacHo

KoTopomy Manata No naTeHTHbIM cnopam u anennsumam (Patent Trial and Appeal

Board) B pamkax npouecca inter partes review «0b6fi3aHa M3/0XUTb

OKOHYaTe/bHOEe  pelleHMe B MUCbMEHHOW  ¢dopme  OTHOCUTENIbHO

naTeHTocnocobHocTn nboro nyHkTa ¢Gopmysbl M306peTeHmn, OCNOPEHHOrO

onnoHeHTOMY, YTobbl MNanata n3gasana oKOHYaTeIbHOE peLleHne B MMCbMEHHOM

bopme B OTHOLIEHMM KAXKAOro MyHKTa Gopmy/bl M306peTeHUs, OCNOPEeHHOro

ONMOHEHTOM, WAWN e OH AONYyCKaeT, 4Tobbl MNanaTa M3gaBana OKOHYaTebHOE

peleHve B NUCbMeEHHOU dopme B OTHOLUEHMM MATEHTOCNOCOBHOCTU TONBLKO

HEKOTOPbIX NYHKTOB GOpMyabl M306peTeHUA, OCMNOPEHHbIX OMMOHEHTOM,

cornacHo pelwweHuto PegepanbHOro okpyra?

Tpu Hepenu cnycta, 12 uioHA, BepxoBHbIN cya HEOXMAAHHO NPUHAA pelweHne 0b nctpebosaHum
M3 NPOU3BOACTBA HUXKecToAlero cyaa aena Oil States Energy Servs., LLC npomue Greene's Energy
Grp., LLC, 2017 U.S. LEXIS 3727 (CLUA, 12 nioHa 2017 r.)%, Tem cambIM 3aTparnmsas cyLLLEecTBeHHbI

KOHCTUTYLIMOHHbI BONpOC:

1 OcHoBHOE geno — SAS Inst., Inc. npomus ComplementSoft, LLC, 825 F.3d 1341 (Pea. okpyr, 2016 1.),
rnepecMmompeHo U OMKA3aHO, NepecMompeHo MosHbIM COCMasom cydd, omkasaHo, 842 F.3d 1223 (dea. okpyr,
2016 1.), ucmpebosaHue dena ydosnemeopeHo, SAS Inst. Inc.npomue Lee, 2017 U.S. LEXIS 3236 (CLUA, 22 mas
2017r.).

2 OcHoBHoe geno — Oil States Energy Servs., LLC npomue Greene's Energy Grp., LLC, 639 Fed. Appx. 639, 2016 U.S.
App. LEXIS 8870 (dea. okpyr, 2016 r.), ucmpebosaHue dena yoosaemeaopeHo, 2017 U.S. LEXIS 3727 (CLLUA, 12 nioHa
2017r.).
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Hapywaet nn npouecc inter partes review, KOTOPbI ABAAETCA COCTA3ATENbHbLIM

NnpPoLEeccomM, MCNoab3yemMmbliM BesomcTBoM MO Bblgaye MATEHTOB W TOBapHbIX

3HakoB (PTO) pns aHanvM3a 0OOCHOBAHHOCTM  CYLLECTBYIOLWMX MNATEHTOB,

KoHCTUTYyUMIO Tem, 4YTO aHHY/AMpyeT MpaBa Ha YacTHY COBCTBEHHOCTb

WMHCTaHUMAMMK, He oroBopeHHbIMM B cTaTbe |l KoHcTuTyumm CLUA 6e3 caywaHums

[ena B cyae NMPUCAXKHbIX.
OTBeT Ha BONpoc, 3aTPoHyTbIM B Aene Oil States, MOXeT CcyL,eCTBEHHO U3MEHUTb NOJIOXKEHWNE AeN
B 3TON cdepe, NpUYEeM HaMHOrO CWUJIbHee, YemM OTBET Ha BOMPOC, 3aTPOHYTbIN B aene SAS,
NMOCKOJIbKY BONpPOC, NoAHATbIN B Aene Oil States, umeeT OTHOLLEHME K KOHCTUTYLMOHHOCTU BCEM
CUCTEMbI paspeLleHns BONPOCOB OBOCHOBAHHOCTM MOCAE BblAayM MATEHTA, BKAOYaA TaKue
npoueccsl, Kak inter partes review («IPR»), post-grant review («PGR»), covered business method
review (“CBMR”), n gaxe npoueaypbl NOBTOPHOM 3KcnepTusbl PTO. PeweHne Cyaa 0 TOM, YTO
npoLecc paccmoTpeHus inter partes review?, nposoammblii Manatol NO NaTeHTHbIM crnopam u
anennauyam («PTAB»), ABNAeTCA HEKOHCTUTYLMOHHbIM, NPUAACT CMOPHbIN XapakTep atobomy
BOMpocy O ANtobbiX MPOLECCYaNbHbIX OrpaHUYeHUAX, Hanaraemblx Ha PTAB B OTHOWeEHWUK
YKa3aHHOro BMAa PacCMOTPEHMA.

3akoH Jleixu-Cmuta «AmepuKka msobpetaetr» (Leahy-Smith America Invents Act —
«AlA»), KoTOopbIM BCTynUA B cuny 16 ceHTabps 2012 roaa, y»Ke CyWecTBEHHO M3MEHWA Kak
npoueaypy Nofayu 3asdBKM Ha NaTeHT, TaK M Npoueaypy paspelleHma naTeHTHbIx cnopos B CLUA
BO MHOrMx acnektax. OCHoBHasA Lenb 3akoHa AlA cocToana B TOM, YTODbl COKPaTUTb cyaebHble
U3LEPKKM U MOOLPATb MHHOBAUMW. BO MHOIMX OTHOLWIEHMAX, 3aKOH He AOCTUF 3TOKN Uenu.
OueBupgHO, BepxoBHbIli Cya »KenaeT, 4Tobbl 33 HUM OCTaBa/IOCh PeLlatollee U OKOHYaTe/bHOe
C/I0BO B BOMPOCAX, KaCcaloLLMXCA MATEHTOB, @ TAKKe B OTHOWEHUU cyaebHbIX pa3bupaTenncTs,
BOB/ieKatowmx 3akoH AIA. OH ycTaHOBUT 060OCHOBaHHOCTb Mpoueayp ANs nposedeHus
paccMoTpeHUA NyHKTOB popmysibl M30b6peTeHma Manatoli PTAB B cooTBeTCcTBMU C KOHCTUTYLMEN
CLWA, n B cnyyae noaTBep)KAEHUA TaKOBOM — WMEIOTCA /M OFPAaHUYEHMA MO COCTaBYy TaKOro
paccmoTpeHuAa no ykasaHuto PTAB. 3710 nogHumaet pAaa sonpocos. Mouemy Cya pewunn
paccMoOTpeTb MPOLECCYanbHbIt BOMPOC, €CNM OH OAHOBPEMEHHO pPacCMaTpuBan BOMPOC O
KOHCTUTYLLMOHHOCTU, KOTOPbIN aBTOMATUYECKM CTaBUT NOJ COMHEHME NPOLLECCYasibHbIA BONPOC?

MockonbKy BepxoBHbIi Cya paccmaTtpusan oba Bonpoca 04HOBPEMEHHO, KaK MOBAUAET MHEHME

3 Mpouecc Inter partes review (npoueaypa NepecmoTpa naTeHTa ¢ y4acTMeM CTOPOH) MPUMEHUM UCK/IHOUNTENBHO B
cnyyanax cornacHo 35 U.S.C §§ 102 1 103, 1 TO/IbKO HAa OCHOBE M3BECTHbIX MAaTEHTOB U NMeYaTHbIX MAaTEPUANOB.
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Cyaa no aeny o6 Oil States Ha ero no3uuuto no geny o SAS? OTnoxut an Cya cBoe pelleHne no
neny o SAS, 4Tob6bl OHO COBMAJI0 UM C/1IeA0Bas0 3a ero pelleHmem no aeny ob Oil States?

Oil States: sonpoc o KoHcmumyyuoHHocmu. KoHctutyuma CoeauHeHHbIX LlTatos

npeaoycMmaTpuBaeT pasgeneHne MOJHOMOYMI  MeXay TpemAa BeTBAmM Bnactu. Cratba |
KoHCTUTYUMM npeaycMaTpuBaeT CyLWecTBOBaHWE 3aKOHOAATENbHOM BAacTU (4nA wU3aaHuA
3akoHoB), CrtaTtbs Il co3paeT OCHOBY [A/1A CYLLECTBOBAHMA MWCNOAHWUTENbHOW BAactn (gna
peanunsauumn 3akoHos), n Cratba Il yupexaaer cyaebHyto BnacTb (1A TONIKOBaHMA 3aKOHOB).
AnennaumoHHbii cyn PepepanbHOro oKkpyra — 3To cyg B cootBeTcTBUM co Cratbeit lll. PTAB
ABNAETCA MHCTaHLUMEN ANA peanm3aumm aAMUHUCTPATUBHOIO NpaBa B COOTBETCTBUM co CTaTbel
II. Takmum obpasom, Bonpoc 06 Oil States cBOAUTCA K TOMY, KaKMe OKOHYaTe/IbHble M NoasiexKalme
06)XaN0BaHMIO peLleHnsa MOXET NPUHUMATb MHCTaHUMA B COOTBETCTBMM co CTaTbei I.*

3a nocnegHuMe HECKONIbKO NET, 33 OYEHb HEMHOTMMMU UCKAOYEHMAMMK, BepXoBHbIN cya,
CTapanca ypesaTb MnpaBa MaTeHTOBNALE/IbLEB NPU KarKAoN BO3MOXKHOCTM. Ecam ceivac Cyp,
PEeLUMNT, YTO BCA CXEMA ALMUHUCTPATUBHOIO OCNAapMBaHNA 060CHOBAHHOCTU COFIAacHO 3aKoHY AlA
ABNAETCA HEKOHCTUTYUMOHHOWM, Manata PTAB (4, Bo3smoxHO, Begomctso PTO)® okaxyTca nog,
CU/IbHbIM AaB/ieHUEM HaWTU KakoM-1nMbo cnocob ana npoaoiKeHua pasbupartenncts 8 g06om
gude B OTHOLWEHMN 0HOCHOBAHHOCTMU NAaTEHTOB MOCAE UX BblAa4yu. B aTom cnyyae paccmoTpeHune
cnopa 06 060CHOBaHHOCTM NaTeHTa byaeT nepefaHo 06paTHO B deaepanbHble cyapl. Mpu sTom
BeCb npouecc peanmsaumm 3akoHa AlA cTaHeT HanpacHbIM, YTO MOXKET OKa3aTbCA Ha PYKy
HEKOTOPbIM MaTeHToBAAAeNbLaM. M 3To B CBOK oyepesb NOAHMMAET Hosblie BOMPOCOB,
Tpebyowmx BHUMaHMA. [lpuBeger M OTMeHa BO3MOXHOCTM  PTAB  npusHaBaTb
HeAEeNCTBUTE/IbHbIMU Y3Ke BblAaHHble NATEHTbl K YBENUYEHUIO WAWN YMEHbLUEHUIO CTOMMOCTU
naTeHTHbIX pa3bupaTenncTB, YyuUTbIBasf, 4YTO MHOrMe OOBUHAEMble HapywuTenn wu
NaTeHTOBMAAENbLbl B HAacTOAWEe BPEMSA CYAATCA OAHOBPEMEHHO B ABYX MHCTAHUMAX? Kpome
TOro, KakoB bypeTt ctaTyc Bcex Tex MyHKTOB Gopmynbl M306peTeHMA MaTeHTOB, MPU3HAHHbIX
HeaencTBUTENbHbIMU Manatoit PTAB? Bnagenblpl naTeHToB ¢ NpPU3HaHHbIMU
HeAenCcTBUTENbHbIMU NYHKTaMKU GopMynbl M306peTeHMa A0MKHbI byayT onpeaenunTb, ABAAIOTCA
NN 3TU NYHKTbl Ha CcaMOM Jefe HefencTBUTeNbHbIMW, WAW, BAPYF OHWM CTaAu CHOBA

nencTBuTenbHbIMU. byayt nm Bce peweHua PTAB 3a nocnegHne HECKOJ/IbKO N1eT B OTHOLIEHUM

4 OcHoBHol1 Bonpoc g Cyaa B aene Oil States cocTosn B TOM, ABAAETCA M NPaBO, NpeLoCcTaBleHHoe
naTeHTOB/MAAENbLY, YaCTHbIM UAN NYBANYHBIM.

5 PTO TaKKe aBnseTca aaMUHUCTPATUBHOW MHCTaHUMel B cooTBeTcTBUM co CTaTbel Il, bk cygbu no
aAMWHUCTPATUBHBIM Ae/laM MOTYT NPeAOoCTaBAATb U GHHY/AUPOB8AMb NaTeHTHble Npasa.
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NPU3HaHWA NAaTEHTOB HEeAENCTBMUTEIbHBIMM CUMTATLCA HEKOHCTUTYLMOHHBIMW U1, CieA0BaTENbHO,
HEe UMeLWMMM IoPUANYECKOM CUNbI?

Mexay Tem, BO3MOKHOCTb BHECEHUS CYLWECTBEHHbIX W3MEHEHWI B npoueaypbl
cyaebHoro pasbumpaTenbCTBa TaKKe CBA3aHa C pelleHMeM BaXKHbIX CTpaTerMyeckmMx BONpPoCcoB Kak
naTeHTOBMaZeNbLAMKW, TaK W WX ONMOHEeHTamu, obpawatowmmmca B PTAB. B TeueHue
cnepylowero roga nNoTeHUMaNbHble OMMOHEHTbl AO0/KHbI OyayT pewuTb, noAaaBaTb M
XogaTtanuctBo o nposegeHuu IPR, yuMTbiBad, YTO pelleHWe YKa3aHHOW WMHCTAHUMM MOMKeT
OKasaTbcs becnonesHbim B cneagytowem roay. MNateHToBAageIbLLaM TaKKe NpeacTouT peLmnTb, B
LenAx NpoaonKeHnA paccMoTpeHnA BONPOCa, CTOUT M UM OCMAapUBaTb HEKOHCTUTYLIMOHHOCTb
cuctembl PTAB, a Takke peweHus PTAB o npu3HaHUM NaTeHTOB HeAEeUCTBUTE/bHbIMU, KaK B
npouecce TEKYLMX cnywaHuii PegepanbHOro oKpyra, Tak U B HOBbIX Ae/1ax, NoKa BepxoBHbI cya,
He NPMMET peLleHne nNo AaHHOMY BOMPOCY. B OTHOWEHMN aen, OXKMAALWMX PACCMOTPEHNA B
OKPY!KHbIX CyAax, BNaAe/bLbl MAaTEHTOB U UX ONMOHEHTbI A0/XHbI OyAYyT pelwmnTb, XOTAT I OHU
YCKOPUTb UM 3a4ePHKaTb UX PACCMOTPEHME.

Cnepyet OTMETUTb, YTO CamMbI HOBbIN YneH BepxoBHoro cyaa CLUA, cyaba Hun Fopcay
(Neil Gorsuch), nsnoxun pacwupeHHoe cosnagatouiee MHeHue® B NoadepXKy BaXKHOCTU
pasgeneHma noJIHOMoOYNn U HeobxoaMMoCTM ANA cydos, a He AOMUHUCMPAMUBHbLIX 0P2AHO8,
YCTaHaB/AMBATb  TPAKTOBKY  3aKOHOB. B  cuTyauuu, Korga  CMCTEMATM3MPOBAHHBLIN
3aKOHOZaTeNbHbIM aKT, TAKOM KaK 3aKOH O NaTeHTax, co34aN NaTeHTHoe npaBo aas obnagartens
naTeHTa, 6yaeT M NO3BOJIEHO aAMUHUCTPATUBHOMY OpraHy McnonHuUTenbHOM BAacTn oTobpaTb
3To npaBo cobcTBeHHOCTU? Bpemsa noKaxkeT. BrnonHe moxeT 6biTb, 4TO cyaba [opcad
CNocobCcTBOBAN MPUHATUIO CYA0M PELLUEHMA O PACCMOTPEHMM BONPOCA KOHCTUTYLIMOHHOCTW.

Echn Cypn yctaHOBUT, YTO mpouecc inter partes review, npoBoaumbliit PTAB, asnaetcs
HEKOHCTUTYLMOHHbIM, TO 3TO NPUBEAET K MICHE3HOBEHMIO TaKUX Npoueccos Kak IPR, PGR, CBMR u,
BO3MOXHO, Npouecca npoBeAeHWs MOBTOpHOM 3Kkcneptudbl PTO u3 npasoBoro nond. Bce
oXunpgatowme paccmoTtpeHns PTO 1 PTAB cnopbl, Kacatowmeca 060CHOBAaHHOCTM NaTeHTOB, byayT
npeKpaLlleHbl, BCe NPUOCTAHOBAEHHblE CyA0Npon3BoAcTBa byayT BO30OHOB/AEHDI, U BCE Te AeNna,
paccMoTpeHME KOTOPbIX OKPYHKHbIMM Cyaamm BbIN0 MPUOCTaHOBAEHO, BEPHYTCA K XKU3HU, NpUYEM
BCe oAHOBpemeHHOo. C Apyrol CTOpOHbI, ecain BepxoBHbIN cyd YCTaHOBMT, YTO NposedeHue

pa36MpaTeanTBa inter partes B OTHOWEHUU NPU3HAHUA NATEHTOB HE,CI,EﬁCTBMTe}'IbeIMVI

6 Gutierrez-Brizuela npomus. Lynch, 834 F.3d 1142 (10-bit1 okpyr, 2016 r.) (Fopcay H., coenagatouiee mHeHue). He
ABNAETCA NATEHTHLIM AE/I0M.
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WMHCTaHLMAMM B COOTBETCTBUM cO CTaTbel |l ABAAETCA KOHCTUTYUMOHHBIM, TO Npu 3Tom Cya TakKe
YKA)KEeT, YTO TaKasa MHCTaHLMA AO/KHA MW He JONXKHA BKAOYATb B NpoLecc pasbupaTtenbcrsa no
ycmoTpeHuto PTAB.

SAS: npoueccyanbHbi Bonpoc. [MosioxeHWe, neallee B 0OCHOBe Bonpoca o SAS ana

BepxosHoro cyaa (§318 (a) Pasgena 35 Ceoga 3akoHoB CLUA), rnacuT:
(a) OkoH4aTeNbHOE NUCbMEHHOE peLleHne. —
Ecnn npouecc inter partes review HayaT U He OTKNOHEH B COOTBETCTBMM C AAHHbIM
pasgenom, To lNanata no naTeHTHbIM cnopam u anennaumam (Patent Trial and Appeal
Board) o6nA3aHa M310XWTb OKOHYATe/NbHOE pelleHMe B MNUCbMeHHolM dopme
OTHOCUTENbHO MNaTeHTocnocobHocTM ntoboro nyHkTa  dopmynbl  M306peTeHUs,
OCMOPEHHOTO OMMOHEHTOM, a TaK¥Ke 1Ib60ro HOBOro MyHKTa Gopmysbl M306peTeHus,
n06aBneHHOro B COOTBETCTBUM C pasaenom 316 (d).

Manata PTAB BBena cnegytouiee npasmio:

42.108 YupexkgeHue npotecca Inter Partes Review.

(a) Mpun Hauane npouecca inter partes review, Konnerma MoMKeT CaHKUMOHWPOBATb

paccMOTpPEHUE BCEX MM HEKOTOPbIX OCMapuBaemblx MyHKTOB GOpMy bl M306peTeHuns Ha

OCHOBaHWWN BCEX MM HEKOTOPbIX AO0BOAOB O HEMaTeHTOCNOCOBGHOCTW, 3aAB/IEHHbIX B

OTHOLLEHMM Kaxa0ro TpeboBaHus.

37 CFR § 42.108 (a).

JTa cTaTba He 6yAeT MbiTaTbCA OCNAapuBaTb Pas/iMyHble MHTEPNPEeTaLMu MOOXKEHUN
3aKOHa MM no3uumto KoHrpecca no noBoAy yKa3aHHbIX MOJIOXKEHWUM, a TaKKe UCMONb3YeTCs /in
onpeaeneHune «10boi» B 3HAYEHUN KKaXKAbINY», U UMEIOT I GOPMYTUPOBKU «NYHKTbI GOPMYbI
n3obpeTeHuns, ocnapuBaemble OMMOHEHTOM» U «MYHKTbl GOPMY/ibl N30B6PETEHNA, YKa3aHHbIE B
Xo4aTancTee» TO XKe caMoe UM PasfiMyHoe 3HauyeHue. Bce 3T BOMPOChI 3aC/yKMBAIOT OTBETOB,
KOTOpble MOTYT 6bITb (HO He 6bln) AaHbl B 6onee YeTKo popme B CaMOM TeKcTe 3aKoHa AlA u
AeTaNbHO MpoaHanM3npoBaHbl BepxoBHbIM cygom. OAHAKO Mbl OCTaBMM 3TM BOMPOCHI AAA
byayliero obcy:KaAeHUa M NOCBATMM OCTaTOK 3TOM CTaTbM OB6O06LLEHWUIO TEKYLLEro COCTOAHMA
cynebHOM MPakTUKM B COOTBETCTBUM C 3aKOHOM AIA M 0BCYKAEHMIO MOTEHUMANbHO BaXKHbIX
nocneacTeuii B caydae, ecan BepxosHbit Cya B KOHEYHOM cyeTe YCTaHOBMT, YTO Mpouecc inter
partes review ABNAETCA KOHCTUTYLMOHHbIM, HO TPebyeT OKOHYaTEIbHOro NUCbMEHHOTO peLIeHnn

oT PTAB no KaxkAomy NYHKTY GOpMy/ibl M306peTeHuns, 0ocnapnuBaeMomMy ONMOHEHTOM.
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HaunmHaa c ceHTabps 2012 roma onnoHeHT (06bl4HO npeanonaraembln
HapyLMTeNb) MOr NoAaTh XxoaaTtancteo B PTAB c 3aaBieHMeM 0 TOM, YTO onpeaesieHHble MYHKTbI
dopmynbl n306peTeHns ABNAIOTCA HeaeNCTBUTENbHbIMK. 3aTemM Ha ocHoBaHMM Mpasuna 42.108
(b) ManaTta PTAB peluaeT, Kakue U3 ocnapMBaemMblXx NYHKTOB GOpPMy/bl M306peTeHMUA OHa Xo4eT
«BK/IOYUTbY» B MNPOLLECC «paccmoTpeHua»’ IPR, a Kakne NpourHopupoBaTb Ha OCHOBAHMM HU3KOWA
BEPOATHOCTM [OKasaTesbCTBa WX HeaencTBUTeNbHOCTU. COrfacHO CyLLEeCTBYHOLWLEN MPAKTUKE,
PTAB BKANtOYaeT B CBOE OKOHYaTeIbHOE MUCbMEHHOEe pelleHne TONbKO Te OcnapuBaemMble NyHKTbI
dopmynbl M306peTeHnsA, N0 NOBOAY KOTOPbIX Obla0 peleHo HavaTb npouecc IPR (1 KoTopble He
6bl 1M OTMEHEHbI NO APYrMM MPUYMHAM [0 MPUHATUA OKOHYaTesNbHOro peleHus). Kak TonbKo
TaKoe paccmoTpeHue 3akaHumBaetcs, PTAB BblgaeT cBoe OKOHYaTeNbHOE pelleHWe mosbKo B
OTHOLWEHMN aKTUYECKM PacCMOTPEHHbIX MNYHKTOB dopmynabl u3obpeteHusa. Manata PTAB
pa3paboTana cBoM COBCTBEHHbIN aAMUHUCTPATMBHbIM NPOLECC B COOTBETCTBUM C COAEPKAaHNEM
OKOHYaTenbHOro peweHuAa. [osBopAa TouHee, PTAB B HacToAlee BpemA OrpaHMymBaeTt
cofepKaHUe CBOEro OKOHYATe/NbHOro pelleHuA BOMpPOCamM, BO3HUKLWIMMKU B npoLecce
pasbupaTensctBa, a o0b6bem pas3bupaTenbcTBa — nNyHKTamu Gopmynabl n306peTeHua (um
COOTBETCTBYHOLLMMM OCHOBAHMUAMM), KOTOPbIE OHA PeLlaeT BK/IOYUTD B NMPOLLECC PACCMOTPEHMUA C
camoro Hayana. Te NyHKTbl GOpMy bl N306peTeHUs, B K pacCMOTPEHNN KOTOPbIX Bbl/I0 OTKa3aHOY,
HUKOrAa He BKAIOYAOTCA B OKOHYaTeNbHOE MMCbMEHHOE peLleHue.
OTKNnoHeHne BepxoBHbIM cyaom peweHna PeaepasibHOro oKpyra no aeny SAS n mHeHne
0 TOM, 4TOo PTAB f0/13KHA MO0 BKIHOHUMb, NMBO UCKAOHYUMb B OKOHYATE/IbHOE peLlleHne Kaxobil
NYHKT GopMybl M306peTeHUA, a He TONbKO Te MyHKTbl popmynbl n3obpeTeHus, Kotopble Bbian
OCMOpPEeHbl ONMNOHEHTOM B XOAATaWCTBe, OyAeT UMETb AaNeKo uaywme NocneAcTBMA Kak A
naTeHTOBMaLEeNbLEB, TaK U A1 ONNOHeHTOB. lMoKa ewle HenssecTHo, byaeT v PTAB Ha camom
Aene paccmaTpumBaTh Te MYHKTbl GOPMYJibl U306PETEHMA, KOTOPbIE B MPOTUBHOM C/lydae He bblan
6bl BKAHOYEHbI B MPOLECC PACCMOTPEHMSA, UAU MPOCTO OFPAHUYUUTCA KOPOTKUM NpeasiorKeHnem
«He ABNAETCA HeAeNCTBUTENIbHBIMY B OTHOLIEHMM YKa3aHHbIX NYHKTOB Gpopmysibl M306peTeHmns B

CBOEM OKOHYaTe/IbHOM MUCbMEHHOM pelleHuun. EcTb Bce ocHoBaHMA noJsaratk, 4to y PTAB 6bis10

7 3akoH ®efepanbHOro oKpyra B HacTosLwee Bpems paspelaeT PTAB Takxe BbIGUpaTb OCHOBAHUA A4/ PaCCMOTPEHUs
onpegeneHHbIX NyHKToB. Shaw Indus. Grp. npomus Automated Creel Sys., 817 F.3d 1293 (dea. okpyr, 2016 r.). 3TOT
BOMPOC He OTHOCUTCA K BepxoBHOMY cyay no aeny SAS, Ho BONPOCbI M NOCNEACTBUA aHANOTUYHbI TEM, YTO OMUCaHbI B
[aHHOM CTaTbe B OTHOLWEHUW MYHKTOB Gopmybl. B 0blem cnyyae, 6yaeT v BepxoBHbIN cys NpoaoKaTb paspeluatb
PTAB BbI6MpaTb KOHKPETHbIE OCHOBAHUA A1 BKAOUYEHUSA B NPOLLECC PACCMOTPEHMUA U He BbIGUPATb NYHKTbI
bopmynbi? Unum 6yaet v BepxoBHbIii cyd B KOHEYHOM UTOTE NPUMEHATL OAMHAKOBbIE CTaHAAPTbI K OCHOBAHUAM U
NYHKTam GOPMYJibl, OXKMUAAA PACCMOTPEHWA AeNa U, BO3MOKHO, NPeAoCTaB/AA CBOe MHEHWE ceivac.
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6bl HAMHOTO 60bLLE OKOHYATE/IbHbIX PELLEHUN «He ABNAETCA HeAeUCTBUTEIbHbIM» B OTHOLLEHWK
nyHKTOB $popmMynbl n3obpeTeHus, odHako TpeboBaHWE O BKAKOYEHWMM BCEX OCMapMBaemblxX
NyHKTOB GOPMYybl N306PETEHNA B OKOHYaTE/IbHOE pelleHne He TpebyeT, 4tobbl PTAB Tpatuna
«Bpema Ha pa3bupaTenbCcTBO» BCEX OCMapuMBaembiX NMyHKTOB Gopmynbl n3obpeTeHus. Bmecto
3TOro BepxoBHbIl cyg Mor 6bl NpocTo noTpebosaTb, YTo6bl PTAB yKasana, YTo ocnopeHHble, HO
He yCTaHOB/AEHHbIe MYHKTbl popMy/ibl M306pETEHMA He ABNAKOTCA HeAeNnCTBUTENbHbIMKU. TaKon
pe3ynbTaT UMen bbl CyLLLlecTBEHHbIE MOC/eACTBUSA.

MNepcneKkTBa NOTEHLUMANbHOIO  OMNMNOHEHTA. TpeﬁoBaHme O BK/IHOYEHUU  BCEX

ocnapuBaemblx B XopgaTtalictBe o nposefeHuu IPR nyHKTOB ¢opmynbl M306peTeHMA B
OKOHYaTes/IbHOEe MUCbMEHHOEe pelleHune caenano 6ol npoueccol IPR ogHoBpemeHHO 6onee K
MeHee npmeaeKaTeNibHbIMU AN NOTEHLMANbHbIX ONMOHEHTOB, HO NO Pa3HbiM NpuymMHam. C TOUKK
3peHnn «b6osiblel MPUBEKATENbHOCTUY, OBBUHAEMbIA HapyWMTeNb NOJYYUT BO3MOMKHOCTb
o06:kanoBatb HebnaronpuaTHoe Ana Hero peweHne PTAB «He ABAAeTCA HeAelCTBUTENIbHbIMY B
OTHOLLUEHMM KaXKA0ro 0CnapmnBaemMoro nyHKTa ¢opmybl U306peTeHus, YTo NOTEHLMAZIbHO MOKET
3aTAHYTb npouecc IPR Ha rogbl. ECn OKpYXHOM cya NPUHAN peLleHme NPUOCTAaHOBUTL cyaebHoe
pa3bupaTenbCcTBO MO ANy, TO OH MO BCE BEPOATHOCTU COXPAHWUT 3TO pelleHue, Noka He byaeT
3aBepLleH aneAUMOHHbIM npouecc. 3To Aano bbl BO3MOMKHOCTb OOBUHSEMOMY HapyLIUTESIO
3aTAHYTb PacCMOTPEHME Aena O HapylweHUW NnaTeHTa Ha oYeHb gosroe spema. OKpyXKHble cyabl
MOryT ObITb ele B 6O/blIEN CTEMNEHU CKAOHHbLI K MPUOCTAHOBAEHUIO e, MOCKONbKY byaet
3afelcTBoBaHO 6onblie uaM Bce 3aABAEHHblE MYHKTbl GOPMY/bl M30OPETEeHUs, YTO MONKET
YMEHbLWUTb UAN TNKBUANPOBATbL NO3TAaNHOE PacCMOTPeHue B ABYX MHCTaHUuMAX. NpnHMMas Bo
BHMMaHMeE TO, YTO PACCMOTPEHME HEYCTAHOB/IEHHbIX NYHKTOB GOPMYbl M306PETEHMA 3a4acTyto
Hemea/1eHHO BO30OHOBAAETCA B OKPYXHOM cyAe, MpU NPOAO/IKEHUM CTOPOHAMWU [ABOMHOMO
pa3bupaTenpCcTBa B ABYX MHCTaHLMAX, 3TOT CLEHAPUI BEpOATHee Bcero nogowen 6ol K cBOeMy
KOHLLY.

HeobxoaMmo MOMHWTb, OA4HAKO, YTo npouecc IPR OTHOCUTCS TONBKO K M3BECTHOMY
YPOBHIO TEXHMKM B BWAE NATEHTOB M MeyvyaTHbIX pPaboT. [pyrme cnocobbl 3almTbl B MOJb3y
HenencTBUTeNbHOCTH (Hanpumep, npeaBapuTesnbHOEe  NpeasoXeHue B NPOAANKY,
HeonpeaeNeHHOCTb) OCTaMCb Obl A1a Mocaeaylowero pasbupaTenbcTBa B OKPYKHOM Cye.
OpaHaKo npeanonaraemblii HapywmTenb 06bIMHO He BO3parkaeT »AaTb, CKOJIbKO noTpebyeTca B

OTHOLLUEHMM NPOYMX 3aABNEHUI O HEAENCTBUTENBHOCTU, U InKBUAaLUMs Mpasuna 42.108 (b) PTAB,
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BEPOATHO, caenana bbl Becb npouecc IPR, Bkatoyasa o6rkanoBaHWe, HAMHOFO [0/blIe, YeM Ha
JaHHbIA MOMEHT.

C Apyroli CTOPOHbI, KaK ToNbKo PTAB 06bBUT CBOE OKOHYaTeIbHOE PeLlEHWNE, ONMOHEHT,
BEPOATHEE BCEro, He CMOXeT (T.e., eMy He AaayT) NpeabABAATb MNPETEH3UM B 3alLMTY
HeaencTBUTEIbHOCTU (HA OCHOBE MATEHTOB WM NeYaTHbIX Ny6AMKauni) B OTHOWEHUW NMYHKTOB
dopmynbl n30bpeTeHns, ocnopeHHblx PTAB, B ntobyio gpyryto MHCTaHuuio. lMpole rosops,
a¢ddeKT npoueccyanbHOro 0oTBOAA B OTHOLUEHMM OMMOHEHTa onpegeneHHo byaeT wwupe no
COAEPKaHUIO, MOCKOJ/IbKY 3TO BK/OYAN0 Bbl BCE OCnapmnBaemMble NyHKTbl Gopmybl M306peTeHus.
OnnoHeHT JonKeH OyaeT TakMm o0Opasom TpPe3BO OLLEHMTb, Kakue MyHKTbl $opmybl
n3obpeTeHMA OH Xo4eT ocnopuTb B xofatancTee Ha IPR. OnnoHeHTbl AOMXKHbI ByAyT OLEHUTb
PWUCK, CBA3AHHbIM C 3aTpaTaMn BPEMEHU U PECYPCOB, Ha 3aABeHME NPETEH3UN, KOTOPbIe MOTyT
He MMeTb Pa3yMHbIX LIAHCOB Ha yCnex B OTHOLWEHUM MPU3HaHMA HepencTBuTenbHocTn. OHM
TaK)Ke O0J/IKHbl byayT 6onee BHMMATE/IbHO MOAYMATb HE TO/IbKO O TOM, OCMapMBAHWME KaKUX
NyHKTOB  dopmynbl  M300peTeHMA [acT MM Havbonbliyld BEPOATHOCTb  NPU3HAHMA
HeaencTBUTeNbHOCTU ManaTtolt PTAB, HO TakXe U 0 NPETEH3UAX, KOTOpble MOTryT NOBAUATL Ha MX
Oena, He cBA3aHHble C HapyweHnAmMK. O6BUHAEMbIE HapyLLUMTEAN MOTYT NOYYUTb TONIbKO O4HY
BO3MOXHOCTb OCNOPUTb 060CHOBAHHOCTb M A0JIXKHbI By AyT peLwmnTb, rae ydlle Ncnoab3oBaTh 3Ty
BO3MOXHOCTb — B PTAB uAn OKpy*KHOM cyge. YuuTbiBaA TO, YTO B HacToAlee Bpemsa
npeAnoYTeHMe B YCTAaHOB/IEHUM AENCTBUTENbHOCTM oTaaetca PTAB, 3To MOXeT TeopeTuyecku
npmeecTu K Tomy, uto PTAB 6yaeT BecTn 60/1bLLMHCTBO, €CN He BCE AeNa O HeAeNCTBUTENIbHOCTH
naTeHToB M Ny6AMKaLMii B OTHOLIEHUN U3BECTHOTO YPOBHA TEXHUKMW.

EAMHCTBEHHbIE CUEHapUK, NPU KOTOPbIX 0BBUHAEMbIA HAPYLWIWUTENb CMOXKET NOAYYUTb
6osee OAHOrO LWAHCA Ha 3asB/ieHWE NpPeTeH3Ul B 3aWMUTy HeAeWCTBUTE/IbHOCTW, BK/OYAOT
cnegyowme: (1) nocne Toro, Kak OKPYKHOW Cyh, PeLMUT, YTO 3asB/EHHble MYyHKTbl GOpMybl
M300peTeHns He ABAAIOTCA HeLEeNCTBUTENIbHbIMM, OMMOHEHT BCE ele CMOXeT noaaTb
xopaTaricteo B PTAB v ocnoputb AeicTBUTENBHOCTb BO BTOpOM pas, u (2), echn PTAB, nocne
noAayn Xo4aTancTea, PELNT, YTo He ByaeT NpeacTaBaATb K PACCMOTPEHMIO HU OAMH U3 MYHKTOB
dbopmynbl M306peTEHNA, U TakKMM 0OPa3OM MOJSIHOCTbIO OTK/AOHUT XOZATAalWCTBO NO 06Ol
NPUYMHE, TO HWMKAKOrO MpOLLeCCyasibHOTO OTBOAA HE BO3HMKHET, MOCKONbKY He byaet
«OKOHYATE/IbHOTO MUCbMEHHOTO pPeLUeHna», U OMNMOHEHT CMOXKET cBOb6OAHO 06)KanoBaTb

AeNCTBUTENIbHOCTb NMYHKTOB GOPMYy /bl U306PETEHUA B OKPYKHOM Cyae.
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NepcnekTnBa NaTeHTOBAAAENbUA. Bo-nepsblx, Koraa PTAB Ha3HavaeT paccmoTpeHue IPR,

BO3pacTaeT BEPOATHOCTb TOFO, YTO OKPY)KHOW CyA NPUOCTAaHOBUT cyaebHoe pa3bupaTenscTso,
4YTObbI BbIHYAMTbL NATEHTOBNAAAE/bLA OTN0XUTb PACCMOTPEHME Nt0ObIX 06BUHEHMI B HapyLUEHUN,
noka He 6OyaeT 3asepweH npouecc IPR. OH MoOXeT yTpaTUTb CNocobHOCTb AobuBaTbeA
NPOAO/IKEHUA pPa3bupaTenbcTBa OTHOCUTE/IbHO KOHKPETHOr0 He YCTAHOB/AIEHHOTO MNyHKTa
bopmynbl U30bpeTeHuns, farke ecan apyrue ycTaHoB/EHHble NMYHKTbl GOpMybl n3obpeTeHns
6yayT paccmoTpeHbl PTAB. Bo-BTOpbIX, NaTeHTOBAAAe e, CTONKHETCA C NOBbILWEHHbIM PUCKOM
Toro, yto PTAB 3axoueT ycAnbllwaTb aprymeHTbl MO CyLWEeCcTBy BCeX OCMapuvBaeMblX MYHKTOB
bopmMynbl N306peTeHns, U Aaxe aprymMeHTbl B OTHOWEHWUW NYHKTOB GOpPMYbl n30bpeTeHus,
KOTOpble B COOTBETCTBUMN C UMEIOLLMMUCA HA CEFOAHALIHMI AeHb NO3TanHbIMMU NpoLeaypamm He
6b11n 6bl paccmoTpeHbl PTAB. YuutbiBas 60/s1ee orpaHUYeHHbI XapaKTep packpbiTus u 6onee
HMU3KMe CTaHAapPTbl AOKA3aTeNbCTBA HeAENCTBUTENbHOCTU B PTAB MO CpaBHEHMIO C OKPYMKHbIM
CYAOM, a TaKXe BBWAY TEKYLUMX OrpaHMYEHMI KOAMYEeCTBA CTpPaHWL, B pasbupaTtenbcTsax,
nposoaumblx PTAB, naTeHTOBnageney, MOXMeT MOTEeHUMANbHO CTONKHYTbCA C 6osbluei
BEPOATHOCTbIO MPU3HAHUA HEeAEWCTBUTE/IbHbIMM OO/bLIETO KOIMYECTBA MYHKTOB (GOpPMYy/bl
n3obpeteHus.

C p4pyron CTOPOHbI, aHHY/AMpPOBaHME peleHna BepxoBHOro cyaa pano 6ol
naTeHTOBNaZeNblly, B KOHEYHOM CuYeTe YCMewHo OoTcToABWweMy cBoi naTeHT B PTAB,
npeuMmyLLLEeCTBO HAMHOIO 60/1ee BCECTOPOHHEro NPOoLLeCcCcyasbHOMo OTBOAA KaK B OKPYKHbIX CyAaX,
TaK u nNpu pasbupatenncrteax 8 PTAB. Bo MHOMMX cuUTyaLuMAX 3TO, BEPOATHO, BOCNPENATCTBOBA/IO
6bl OCMapMBaHWIO OMMOHEHTOM OENCTBUTENbHOCTM TeX e CaMblX MYHKTOB ¢Gopmybl
nsobpereHus.

3akntoyeHune

MHoroe HaxoauTCcA NoA Yrpo30K Kak oA NaTEHTOBMAAE/bLEB, TaK U 418 UX ONMOHEHTOB
B pe3y/nbTaTe paccmoTpeHua BepxoBHbim cyaom gen Oil States u SAS. PeweHuns oxungatotca
BecHol 2018 roga. MoxkanylicTa, coobLmTe Ham, eciv Bbl XoTUTe 06CyaMTb Kakne-nmbo Bonpocsl,

PAaCCMOTpPEHHbIE B 3TOM CcTaTbe.

CraTba B u3ganuu OL: [lepeBopoT B MUpe naTeHTOB? — [loTeHLMa/IbHbIE TOC/IEACTBUA paCCMOTPeHUs BepxoBHbIM cyioM
CIIA npouecca Inter Partes Review — SEL nronb 2017 1.
9



