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EcTb in 310 TaM? HeoTbeM/1IeMOCTb B KOHTEKCTE OUEBUAHOCTU U (IJYHKI.IVIOHaanOCTM

HenaBHo ®efepanbHblli OKPYXXHOM CyA B pamMkax CyaebHoro NMpomM3BOACTBA MO CMOpy Mexay CTOpoHaMu
MPUHSN PELEeHNe YAOBMETBOPUTb WCK O MPU3HAHUM HedeUCTBUTENbHLIM MaTeHTa Ha M306peTeHue,
CBSI3aHHOE C MPOW3BOACTBOM 3/IEKTPUYECKMX Kabenel, npusHaB npu 3ToM (aKT HEBEPHOIrO MpPUMEHEHMS
CynebHbiM 1 anennsiuMoHHbIM CoBeTOM no nateHTam (PTAB) nNpvHUMNOB HEOTLEMIEMOCTN B KOHTEKCTE

0o4eBUAHOCTH.

SKcnepTbl A0MKHbI (hOPMYNMPOBATb OCHOBaHUS ANl OTKIIOHEHUSI M30OPETEHNI C YYETOM CCbITIOK Ha yXe
CYLUECTBYIOLUME M30OpPETEHUS U TOrO, SBMSIETCS JIM KaXAO0E pacCMaTpUMBAEMOE OrpaHWYeHMe MyHKTa
opMysbl M306peTEHNST NNLWEHHBIM HOBU3HbI MM OYEBUAHBLIM. B HEKOTOPbLIX Cly4Yasix 3KCNepTbl MOryT
060CHOBaTb OTK/IOHEHMS Ha OCHOBAHWWM OTCYTCTBMS HOBM3HbI, onupasicb Ha § 102 cratbm 35 CBoaa
3akoHoB CLLUA, M OTK/IOHEHUS Ha OCHOBAHWM OYEBMAHOCTU — OMMpPasicb Ha § 103 Toun e cTaTbM O
HEOTLEMJIEMbIX MPU3HAKaxX, KOTOpble, €C/IM OHW MpPsSIMO He OnpeAeneHbl U He 3asBfIEHbl, HEU3BEXHO
CYUMTAIOTCS BbITEKAOLMMU U3 YXKE CYLIECTBYIOIWMX M30OpETEHWUI. B KOHTEKCTE OTCYTCTBUS HOBW3HbI
3KCNepTbl YacTo NpU BbIHECEHUM pelleHnss 06 OTK/IOHEHMM W300peTeHus, ecnn  (yHKLUMOHANbHbIE
3NeMeHTbI M306peTeHnst He NPOAEMOHCTPUPOBAHbI U B TO XK€ BPEMSI HEOTAENMMbI OT APYIrUX (PU3NYECKNX
OrpaHNYeHnin nNyHKTa hopMysbl M306PETEHNS B paMKaX YXXE CYLLECTBYIOLWMX U306PETEHMI, ONMPAOTCS Ha

HaIM4ne HEOTHLEMJIEMbIX MPU3HAKOB.

MoHsATME HeoTbeMNneMoCcTM elle 6onee YCNOXHAETCS B KOHTEKCTE OYEeBMAHOCTM MpU  OTCYTCTBUM
[IOKQ3aTeNbCTB B MOMb3y MPOTMBHOMO, MOCKOJSIbKY HanMyMe HEeOTbEMJIEMOrO MpU3HaKa C YYETOM YXe
CYLLECTBYIOLUMX M30OPETEHUIA, MO ONPEAENIEHNIO, He MPU3HAHO CMEUManNCTOM B AaHHOM obnactu. Kak
yKkasaHo B pene /In re Rifckaert,9 F.3d 1531, 1534 (®enepanbHbili OKpyxHoW cya, 1993 r.),
«HEeOTbeMNEMOE — He 06s3aTenbHO M3BeCcTHoe. (O4YeBMAHOCTb HE MOXKET OCHOBbIBAaTbCA Ha YeM-TO
Hen3BecTHOM». WHbIMM CnoBaMn, HEOTbEMIEMOE OrpaHnYeHne nMyHkTa opmMynbl n3obpeteHns camo no
cebe He MOXET WMCNOMb30BaTbC B KayecTBe MOTMBALMWM WM3MEHEHUS] UM OObeAMHEHUS! CCbINOYHbBIX
mMaTepuanoB. BMecTO 3TOro OTK/IOHEHMe WM306peTeHMsl AO/MKHO OCHOBBLIBATLCS Ha YTBEPXAEHWM, YTO
HEOTbEM/IEMOE OrpaHM4YeHMe MyHKTa hopMynbl U306pETEHNS] €CTECTBEHHLIM 06Pa30M BbITEKAET U3 YXKe
CYLLECTBYIOLUMX U306PETEHMIN M YTO CMELMANUCT B AaHHON 06nact Mor 6bl CaMOCTOSITENbHO M3MEHWUTb

31EMEHT U3BECTHOIO YpPOBHA TEXHUKU B 4aCTU 3TON0 HEOTbEMIEMOIO NPU3HaKa.

B nene Southwire Co. v. Cerro Wire LLC, 2016-2287, (beaepanbHbiii OKpY>XHOW cya, 8 ceHTsbps 2017 1.)
®defepasbHbli OKPY)XHOW Cyh YAOBMETBOPUN WMCK KoMnaHun Cerro O Npu3HaHWM HeaenCTBUTESbHBIM
nateHTa CLLIA N2 7 557 301 (nateHT 301), BNagenbueM KOTOPOro sIBASETCS KoMnaHusa Southwire, B pamkax
cypebHoro nponssoAcTBa no cnopy mexay crtopoHamu. lMateHT 301 BbigaH Ha n3obpeTeHmne, Kacaroweecs

METOAa NpPOn3BOACTBA 3/TIEKTPUYHECKOIo Ka6eﬂﬂ, KOTOprl\;1 3aK/o4aeTcs B 406aBNEHUN CMA3KK B HapPy>XHYyto
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060/104Ky, B pe3y/nibTaTe Yero TpebyeTcs MEHbLLEE YCUTNE NPOTSHKKN Kabens npwv yknaake. CyaebHbiii v
anennAaUMOHHbIA COBET MO MaTeHTaM Mpu3Han [JaHHOe M30OpeTEHWE OYEBMAHLIM B CBA3M C Ha/IMYMEM
nateHTa CLLUA N2 6 160 940 (komnaHusi Summers) 1 psiga AOMOSHUTENbHBIX CCbIIOYHBIX AOKYMEHTOB. B
yactHocTH, CyaebHbli M anennsauMOHHbIM COBET MO MaTeHTaM MNpU3Hasj, 4YTO KOMMaHus Summers
npeacrasmna onucaHWe ONTOBOSIOKOHHOMO Kabens, MpurogHoro Ans yknaakn B KabenbHble KaHasbl, U YTo
ana Toro, 4tobbl o0b6ecneunMTb YMeHblUueHMEe YCUnMs NpPOTSHXKKM Kabens, nnactuk, M3 KOTOPOro
N3roTaB/MBaeTCa kabesb, MOXeT BKYaTb A00aBKy ANS YMEHbLUEHUS TPEHMUsl, KOTOpasi HAHOCUTCS Ha
0605104ky kabensi. CyaebHbi M aneNNSALUMOHHbIN COBET MO NAaTEHTaM OTMETUI1, UTO B TOM YacTu, B KOTOPOA
3asiB/IEHHbIA NPOAYKT M NPOAYKTbl, OCHOBAHHbIE HA YXXE CYLLECTBYIOLLMX U306PETEHUSIX, NPOMU3BOASTCA C
NCMOMb30BAaHUEM MAEHTUYHBIX WIN B 3HAUMTENbHOW CTENEHW MAEHTUYHBIX MPOLECCOB, NPW OTCYTCTBUM
[lOKa3aTenbCTBa B M0Jb3y NPOTUBHOIO, YCTAHOB/EH (PaKT OTCYTCTBMUS HOBM3HbI AW (haKT 04eBMAHOCTU. B
CBOEM pELLEHNN O MPU3HAHUWM HeaencTBuTeNbHbIM naTeHTa 301 CyaebHbiii M anennsaUMOHHbIN COBET MO
naTeHTaM YCTaHOBWJ, YTO He YKa3aHHOe OrpaHuyeHune nyHkTa GopMysbl n30bpeTeHns («yMeHblueHne He
MeHee yeM Ha 30 %» ycunusa nNpoTsKKM Kabens) sBNSeTCS HeOTbeMJSIEMbIM C YYETOM BCEX CCbIIOYHbIX

NOKYMEHTOB.

B anennsuum, nopaHHoi B deaepanbHbill OKPY)XHOM cyd, KomnaHuus Southwire wusnoxuna ceou
BO3paXKeHWsl, YTBEpPXAasi, YTO Npu3HaHWe akTa o4eBMAHOCTU ObiN0 HernpaBOMEpPHbIM, MOCKOSIbKY OHO
OCHOBBIBA/IOCb Ha TOM, YTO KOMMaHus Summers AomkHa 6bina 3aaBuTb 0 30 % yMeHbLIeHUn ycunms
NPOTSXKKM kabens, T. K. HUIAE He YCTaHOBMEeHO obs3aTefnlbHOe HanuumMe AaHHOro orpaHudeHus. [lo
MHEHWIO KOMMNaHuUK Southwire, cneunanncT B AJaHHOM 061acTu He cMor 6bl BbIopaTb KOHLIEHTPALMIO CMa3Ky,
CrMOCOBHYI0 YMEHbLWUTb YCUNIME MPOTSHKKM kabenst Ha 30 %, C onpeneneHHOCTblo, Heo6XoAMMOW Ans

Npn3HaHn4a o4eBUAHOCTN HA OCHOBAHUN HEOTBLEMJIEMbIX NMPU3HAKOB.

denepanbHblii OKPYXXHON CyA OTMETWUST, YTO MOHSATUE «HEOTHEMIEMOCTb» MOXET ObITb MCMOMb30BAHO B
CBSI3M C OTCYTCTBMEM OrPaHUYEHNs MyHKTa hOpMyJibl U306peTEHMS, HO NMPX 3TOM MpU3HaN, YTo AJis TOro,
yTo6bl CYUMTATbC HEOTHLEM/IEMbIM, [AHHOE OrpaHWYeHue [OO/MKHO 06s3aTeNbHO MpUCYTCTBOBaTb B
CCbINIOYHbIX MaTepuanax. B utore denepanbHbii OKPYXXHOM cyn onpeaenus, yto COBET He npeacTaBul
HaANeXallero pasbsiCHEHUS MO NMOBOAY CBOEro ONpeaesieHnsl, B KOTOPOM YKasall, YTO YMEHbLUEHUE yCuus
NpoTskkn  kabens Ha 30 % ABNSETCA  pe3ynbTaTOM  MCMOMb30BaHUS  YXKE  CYLLECTBYIOLLMX
n3obpeternin. OaHako PeaepasbHblil OKPYXXHOM CyA MpULLIEN K BbIBOAY, YTO HECMOTPS Ha OWMG0oYHOE
onpeaenenHve CyaebHoro 1 anennsuMoHHOro CoBeTa Mo NaTeHTaM B OTHOLLEHMW TOFO, YTO AAHHbIN NpoLecc
KOMMaHWM Summers Jo/MKeH 0653aTeNlbHO NPUBECTM K YMEHBLLEHMIO YCUMS NPOTSHXKKM kabenst Ha 30 %,
CynebHblii M anennsauMOoHHbLIA COBET MO MaTeHTaM MNpaBU/IbHO OMNPEeAenv OYEBUAHOCTb [aHHOro
OrpaHuMyeHuss nyHkTa (opMynbl M300pPETEHMS C YYETOM CTaHAapToB. B yvacTtHoctu, wucxoas u3

npeacraBneHHbIX CCbIJTOYHbIX AOKYMEHTOB, MCMOJIb3YETCA TOT XE npouecc npon3BoACTBa 3/1EKTPUHECKUX
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Ka6enel7|, €ro 3Tarnbl HE MMEKT CYLLECTBEHHbIX OT/IMYUI U Kakne-nnbo pe3ynbTaThbl, KOTOPblE HENb3A 6bi510

npeaBnaeTb, OTCYTCTBYIOT.

Ccbinasice Ha aeno /n re Best, 562 F.2d 1252, 1254 (CCPA 1977), ®eaepanbHblil OKpY>KHOM Cya OTMETU,
yTO B TOW YacTW, B KOTOPOM BCe 3Tanbl NPoLECCa MPOCNEXUBAIOTCA B CCbIIOYHbIX AOKYMEHTaX Ha yXe
CyLlecTBytoLME M306PETEHNS, 3@ UCKNOYEHMEM (DYHKLIMOHAbHBIX OrpaHWUYeHni, OT BRagdenbla naTeHTa
MOXeT notpeboBaTbCA OMNpOBEPrHyTb npesymnumio HEeOTHLEMSIEMOCTHU COOTBETCTBYIOLLEN
yHKuMKn.  DdenepanbHbI OKPY)XXHOM CyA TakXe Mpulles K BbiBOAy, YTO KOMMaHusi Southwire He
obocHOBana HanuumMe pesynbTaToB, KOTOpble Henb3s 6bino npeaBuaeTb, YTObbl  OMPOBEPrHYTb
onpegeneHve n3obpeTeHns Kak OYeBMAHOro, U He NoAKpenwuna Kakumu-nvbo AokasaTenbCTBaMu CBOM
3asB/IeHNSI B OTHOLUEHUM TOrO, YTO Ha Kakne-nMbo 13 ee NpoAYKTOB, MPOU3BEAEHHBIX C UCMOSIb30BAHWEM
3a8B/IEHHOr0 METOAA YMEHbLUEHUSI YCuaus MpoTshkku kKabens Ha 30 %, WM MHbIX MPOAYKTOB
PacrpoCTPaHSETCS orpaHUYeHne nyHKTa opMynbl M306peTeHus. PeadepasibHbli OKPY)XXHON Cya npuLlen
K 3aK/NlOYeHMWIO, 4YTO Kakume-Mbo npusHakuM OrpaHuyveHust nyHkTa ¢opMynbl n306peTeHns, NoMMMO
npeacTaBneHns pe3ybTaToB YXKe M3BECTHOro NpoLuecca B KOMYECTBEHHOM BblpaXXeHWUM, OTCYTCTBYIOT, U

YTBEPAWUN peLleHne o0 NpusHaHuK nateHTa 301 HeaencTBUTENBHBIM.,

Cnyyait c KoMNaHuew Southwire — HarnAAHOE HAMOMWHAHME O TOM, YTO CMELMANIUCTbI A0/KHbI TILATENIbHO
M3ydaTb (DOPMYNIMPOBKM OTKJIOHEHUA W MAEHTUDMUMPOBAThL C/ydYaWn, Koraa 3KCNepT OnupaeTcs Ha
orpaHuyeHune nyHkTa (opMysbl n3o6peteHnsi. Cropbl B OTHOLLEHWI HEOTHLEMIEMOCTM YacTO BO3HUKAIOT B
KOHTEKCTE OTPULAHMS HOBWM3HbI W 3asBIEHNA 0O OYEBMAHOCTU M306peTeHus;, 06bluHO B opme
UMIIMLMATHBIX WX SKCMAIMUMTHBIX JONYLLEHWIA, U MAEHTUDUKALUUA STUX JIOTMYECKMX MOBOPOTOB MOXET
6bITb NOSIE3Ha B paMKax pearMpoBaHusi Ha OTKJIOHEHWS. [py OTKNOHEHUM M306PETEHUS SKCMEPT AOHKEH
NPOAEMOHCTPUPOBATb HEOOXOAMMOCTH HANINUNSI HEOTBEMIIEMBIX MPU3HAKOB. B CBSI3W € 3TUM cneumanucT
JO/DKEH CHayana yKasaTb Ha TO, YTO OrpaHUYeHus MyHKTa ¢OpMyNbl M30OpPETEHMS MPU3HaHbI
HEOTHEM/IEMbIMA MPU3HAKAMM C YYETOM YXE CYLIECTBYIOWMX W306PETEHUI, W BbIAENUTb OTIMYUS
3asiB/IEHHOr0 M306peTeHuns, YTo6bl MOCTaBUTb MOA COMHEHWE (haKTUYECKYH0 B3aMMOCBS3b OrpaHUYeHuii

NyHKTa (pOPMYJibl C 3/IEMEHTAMU YXKE CYLLECTBYHOLUMX U30OPETEHWIA.

OAaHako, B KOHTEKCTE CUTyaLMW C KOMMaHuen Southwire, CNeAyeT Takke OTMETUTb, UTO [laXe B Clydae
YCMELIHOTO OMPOBEPXXEHNSI OTKIIOHEHMSI N306PETEHNS HA OCHOBAHUM HaNIMUMSi HEOTHEMIIEMbIX NMPU3HAKOB
OrpaHuMyeHuns MyHKTa hopMysbl U306PETEHMSI, KOTOPbIE 3aK/TIOYAIOTCA UCKTIOUUTENBHO B NMpeACTaBeHn
CBOMCTB Y)X€ M3BECTHOro NpoLIeCcCa B KOJIMYECTBEHHOM BbIPAaXXEHUW, HE YAACTCA OTCTOSATb B KOHTEKCTE
APYTVX MOHATUIA OYEBMAHOCTU. B TakoM criyyae orpaHuyeHust nyHkTa hopMysbl M306peTEHMS], KOTOpPbIE
3aK/IIOYAlOTC B MPEACTaBNEHUM pe3yNbTaTOB B KOJIMYECTBEHHOM BbIPAXEHWM, KaK B CUTyaLun C

KOMMNaHWen Southwire, ROMKHbI GbITb NPUBSA3aHbI K APYTMM OrPaHNYEHNAM MYHKTa (OpMyJibl M306peTeHus
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(N KOMBUHaALMKN TaKmX orpaqueHMVl), He ONWCaHHbIM B OTHOLUEHWN MU3BECTHOINO YPOBHA TEXHUKU —
CTPYKTYPHbIM  3n1€MeHTaM, KOHUEeHTpauuaM WM  COOTHOWEeHMAM  COCTaBnArWnX  KOMMOHEHTOB,
YHVKanbHbIM 3TanaM Metoa v np., — 4Tobbl MOXHO 6b1J10 MPOTUBOCTOSTL APYIrMM AOBOAAM B OTHOLLEHUU
o4yeBMAHOCTU. [1pOTUBOCTOATL 3aSBIEHUIO O HANMYMM HEOTbEM/IEMbIX MPU3HAKOB MOXHO MOpPOAMB
COMHEHME, @ UMEHHO YKa3aB Ta TO, Aa)X€ eCNN OTAE/bHble 3/1IEMEHTbl M30OpEeTeHUsI YK€ U3BECTHbI, Y
creuvanucTa B JaHHOM 0651acT He BO3HMKHET npeanonioXXeHne, Yto COOTBETCTBYHOLLEE OorpaHunyeHue
NyHKTa OpMynbl N30OPETEHUS HECOMHEHHO BbITEKAET M3 [AAHHOrO YHWKa/IbHOrO OrpaHUYeHUs Wunu
KOM6UHaLUMK orpaqueHMﬁ, B CBSI3W C YEM HET HUKAKUX OCHOBaHWM W3MEHSTb WU KOMBMHMPOBaTb

CCblJTOYHbIE AOKYMEHTbI, NPEACTABJZIEHHbIE 3KCNEPTOM.



